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1. A request for continued examination (RCE) under 37 CFR 
1.114, including the fee set forth in 37 CFR 1.17(e), was filed 
in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 
1.114, and the fee set forth in 37 CFR 1.17(e) has been timely 
paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1.114. Applicant's submission 
filed on 25 June 2 005 has been entered. 

2. The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

3. Claims 1-12, 17, 18, and 23-36 are rejected under 35 
U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claims contain subject 
matter which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art 
that the inventors, at the time the application was filed, had 
possession of the claimed invention. 

Claims 1-12, 17, 18, 23, 24, 35, and 36 have been amended to 
recite that forming elements of the apparatus (the scoop and 
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former) are "butted-hingedly" coupled together. Claims 25-34 have 
been amended to recite the similarly in reciting that that second 
forming element is u butted-moveably" coupled to the shaft. 

Applicant notes in the remarks of 09 May 2005, that the 
term includes the idea that the element does not have a handle 
or actuator arm extending past the hinge/moving element as is 
the case as the element "butts" into the hinge/moving element. 
In the remarks of 25 June 2 005 Applicant similarly notes that 
"butted-hingedly" is used in the sense of a butt-joint or butt 
hinge, with an example being a hinge composed of two plates 
attached to abutting surfaces of a door and door jamb and joined 
by a pin. 

The specification of the instant application does not use 
the term "butted-hingedly . " Nor is there any description 
similar to that assert by Applicant in the remarks with respect 
to the term. 

The drawings of the application are not clear enough to 
provide support the former butted-hingedly coupled to the scoop. 
The drawings provided in the file wrapper show darkly shaded 
figures which do not convey the details of the area of coupling 
between the former and scoop. The areas do not reveal whether 
or not an element in any way extends past the coupling, as 
Applicant suggests the term is intended to mean. 
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Thus, as neither the specification, nor the drawings of the 
originally-filed application describe or show the butted- 
hingedly relationship between the former and scoop, or 
similarly, a "butted-moveably" relation between the second 
forming element and the shaft, the reciting of such 
relationships present new matter. 

Note as well that the term "butted-hingedly" as defined by 
Applicant includes a negative limitation; that is, the 
preclusion of an handle or actuator extending past the 
hinge/moving element. Any negative limitation or exclusionary 
proviso must have a basis in the originally filed disclosure. 
The mere absence of a positive recitation is not basis for an 
exclusion. MPEP § 2173. 05 (i) . The disclosure of the instant 
application does not describe the lack of a handle, actuator, or 
other member extending past the hinge/moving element. 

4. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 
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5. Claims 1-6, 8, 12, 17, 25-28, 30, and 34-36 are rejected 
under 35 U.S.C. 102(b) as being anticipated by Maxwell (U.S. 
Pat. No. 2,629,344; previously of record). 

Maxwell discloses a material forming apparatus. In the 
embodiment depicted in Figure 3, the apparatus comprises a shaft 
(22) having a gripping end and a shaping end remote from the 
gripping end. A shaper (70) is disposed at the distal end, with 
the shaper including a pair of opposing forming elements (72 and 
74) attached to the distal end for relative pivotal motion 
between them, with the forming elements each including a cavity 
for shaping a particular material (see Fig. 3) . In moving 
between the open positions and closed positions shown in Fig. 3, 
the forming elements go through a relative pivotal motion 
between them of about 18 0 degrees (about 90 degrees for each 
section 72 and 74) . 

Claims of the instant application recite an intended use 
for the apparatus. Specifically, the apparatus is to be used 
for collecting and compressing a compressible medium, with the 
compressible medium more specifically being defined as snow. It 
is well settled the intended use of an apparatus is not germane 
to the issue of the patentability of apparatus claims. If the 
prior art structure is capable of performing the claimed use, 
then it meets the claim limitation (s) . In re Casey , 370 F.2d 
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576, 580, 152 USPQ 235, 238 (CCPA 1967); In re Otto , 312 F.2d 
937, 939, 136 USPQ 458, 459 (CCPA 1963); MPEP § 2115. In the 
instant case Maxwell discloses all of the structural . features of 
the claimed apparatus, and is therefore clearly capable of being 
used with a compressible material such as snow. Maxwell 
therefore anticipates the claimed use limitation of the claims. 

6. Claims 1-7, 9, 12, and 17 are rejected under 35 

U.S.C. 102(b) as being anticipated by Blevins et al. (U.S. Pat. 

No. 3,509,273; previously of record). 

Blevins discloses, a snowball forming and ejecting device. 
The device comprises a shaft (34) having a gripping end (towards 
element 40) and a distal end, with a scoop (42) coupled to the 
distal end of the shaft for collecting a bolus of a snow. A 
scoop (42) including a first cavity is coupled to the distal end 
of the shaft at an attachment location (see Fig. 2) . A former 
(12) including a second cavity is coupled and mating with the 
scoop for molding and compressing the snow into a spherical ball 
retained within the scoop (see Fig. 2 and cl . 2, 11. 34-50). 
The former is coupled to the scoop "proximate" to the attachment 
location of the scoop shaft (see Fig. 2 showing the coupling of 
the scoop and former close or very near the attachment location 
as compared to the other apparatus elements or structures) . The 
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device is as such to have a closed position relative to the 
scoop when the snow is molded in the ball when the scoop and 
former juxtapose to form a spherical shell (shown in fig. 2), as 
well as have an open position for releasing the snowball (shown 
in Fig. 3) . Blevins further discloses the apparatus to comprise 
a latching mechanism (24) for inhibiting the former from moving 
to an opening position. 

7. Applicant's arguments filed 25 June 2005 have been fully 
considered but they are not persuasive. 

Applicant argues that the term "proximate" in describing 
the relationship of elements of the apparatus (e.g. the scoop 
relative to the attachment location in claim 1) patentably 
distinguishes the claims over the prior art of record. 

As noted in the previous Office Actions, the term 
"proximate" must be give its broadest reasonable interpretation.. 
Merriam-Webster' s Collegiate Dictionary provides as one 
definition of proximate as "very near" or "close" (see cited 
document) . The dictionary further notes definitions for the 
synonyms "proximal" as "close," and "proximity" as "the quality 
or state of being proximate closeness." Thus, a reasonable 
interpretation of the term "proximate" is that it conveys the 
idea of elements being in a near or close relation. 



Application/Control Number: 10/633,880 Page 8 

Art Unit: 1722 

The prior art used in the rejections describes elements 
falling within this scope of the term "proximate . " Maxwell for 
example, shows that former and scoop combination (forming 
elements 72 and 74) very near or close to an attachment location 
with the shaft (see Fig. 3) . Blevins also discloses a close 
relationship to between the scoop attachment location and the 
coupling of the former, see for example Fig. 2 showing the 
proximity of these elements in comparison to the other elements 
of the apparatus. 

It is noted Applicant's argument with respect to the term 
"proximate" as used in the claims relative to the disclosure of 
the prior art amounts to a judgment of amount and degree. A 
general assertion that two elements in the prior art are not 
"proximate" without providing more of a definitive distinction 
or definition when the prior art shows the elements to be in a 
reasonable proximity cannot be used to show patentability over 
the prior art . 

8. Claims 14-16 and 3 7 are allowed. See the reasons for 
indicating allowable subject matter in the previous Office 
Actions . 
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9. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Donald 
Heckenberg whose telephone number is (571) 272-1131. The 
examiner can normally be reached on Monday through Friday from 
9:30 A.M. to 6:00 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Duane Smith, can be 
reached at (571) 272-1166. The official fax phone number for 
the organization where this application or proceeding is 
assigned is (571) 273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see <<http://pair-direct.uspto.gov>>. Should you have questions 
on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866) 217-9197 (toll-free). 
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